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DETAILED ACTION 
Double Patenting 

1 . A rejection based on double patenting of the "same invention 1 ' type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claim 1 is provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 1 of copending Application No. 09803291. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 

Claim 8 is provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 1 1 of copending Application No. 09803291 . This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 

Claim 19 is provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 17 of copending Application No. 09803291. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 



(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claim 14 rejected under 35 U.S.C 102(e) as being anticipated by Guthery (6,567,915). 
Guthery discloses a portable device comprising: a body (Fig. 1 part 24); memory within the body 
containing software for executing or a host-computing device (Fig. 2 part 64); an interface 
associated with the memory and adapted to facilitate interaction with the host computing device 
(column 4 lines 46-50); the software adapted to automatically execute on the host computing 
device in association with a computing session and store select information associated with the 
computing session in the memory instead of on the host computing device, wherein the host 
computing device would normally store the select information on the host computing device 
when the portable device is not present (column 5 lines 1-58). 



3. Claims 1-13 and 15-27 are rejected under 35 U.S.C 103(a) as being unpatentable over 
de la Huerga (5,960,085) in view of Guthery (6,567,915). 

The device disclosed De la Huerga uses a portable device for access control to a network 
(column 9 lines 20-50). The access control of the above mentioned system provides automatic 
logon and log off (column 6 lines 31-40) therefore the software executes automatically on the 
host-computer device when the portable device is detected and therefore a session starts. The 
system disclosed by de la Huerga also deletes files after the user has logged off. Logging off is a 
sign that the session is over (column 5 lines 1 1-25). 
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However de la Huerga does not expressly disclose a system wherein in the portable 
device comprises a body, memory containing software and an interface associated with the 
memory. 

Guthery discloses a portable device comprising: a body (Fig. 1 part 24); memory within 
the body containing software for executing on a. host computing device (Fig. 2 part 64); an 
interface associated with the memory and adapted to facilitate interaction with the host 
computing device (column 4 lines 46-50). 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to have a portable device with a body, memory, and an interface associated with 
the memory as in the system of Guthery in the portable device of de la Huerga. One of ordinary 
skill in the art would have been motivated to do this because this would free memory that was in 
the system for storage of other information and allow the user use any terminal. 

In reference to claims 2, 17, 20 t and 28, wherein the software is further adapted to 
instruct the host-computing device to detect instructions from the user indicating the termination 
of the computing session, de la Huerga discloses a system wherein the when the user walks 
away from the system, thereby ending a computing session, the host system detects the absence 
of a signal and indicating the presence of the user and therefore log the user off (column 5 lines 
1-10). 

In reference to claims 3,75, 27, and 29, wherein the software is further adapted to instruct 
the host-computing device to detect disassociation of the portable device from the host- 
computing device to indicate termination of the computing session, de la Huerga discloses a 
system wherein a signal is sent form the security badge (portable device) to the host device 
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(column 4 lines 65-67). When the signal is obstructed, the computer terminal determines that the 
session is over and logs the user off (column 5 lines 1-10). 

In reference to claims 4 and 22, wherein the software is adapted to instruct the host 
computing device to delete one or more of the group consisting of browsing histories, cookie 
preferences, favorites, and bookmarks from one or more of the group consisting of system 
memory, cache, and disk drives, de la Huerga discloses a system wherein the browser cache 
containing the record the URLs accessed through the browser program, which correspond to 
browsing histories and cookies (column 5 lines 15-20). 

In reference to claims 5 and 23, wherein the software is further adapted to instruct the 
host computing device to automatically execute on the host computing device after the host 
computing device recognizes the presence of the portable device and instruct the host computing 
device to launch a program on the host computing device, de la Huerga discloses a system that 
provides a self-authenticating identification badge that remains in frequent communication with 
the network (column 6 lines 41-48). 

In reference to claims 6 and 24, wherein the software is further adapted to instruct the 
host-computing device to customize the user interface for the program for the computing session 
based on the data, de la Huerga discloses a system that gives the host information about the user 
and therefore about the user's privileges (session data); thereby customizing the user interface 
for the program for the computing session based on the user data (column 13 lines 36-46). 

In reference to claims 7, 25, and 30, wherein the software is further adapted to provide an 
authentication routine to execute on the host-computing device, the authentication routine 
including receiving authentication indicia from a user via an interface on the host computing 
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device and determining if the authentication indicia received from the user matches 
authentication indicia stored in the memory (column 13 lines 47-65). 

In reference to claims 8 and 26, wherein the software is further adapted to provide an 
authentication routine to execute on the host-computing device, the authentication routine 
including receiving authentication indicia from the user via an interface on the host and 
determining if the authentication indicia received from the user matches authentication indicia 
stored in the memory (column 13 lines 47-65). 

In reference to claim 9, wherein the software is adapted to emulate a file system resident 
on a memory device on the host computing device when interacting with the host computing 
device (column 21 lines 30-55). The system of de la Huerga displays the data records in HTML 
on the terminal. The security badge transmits the records to the terminal. 

In reference to claim 10 wherein the software and data are adapted to appear as a file 
system to the host-computing device (column 21 lines 30-55). 

In reference to claim 12, wherein the interface is adapted to provide a wireless interface 
with the host-computing device (column 9 lines 20-31). 

In reference to claim 11 wherein the interface is adapted to directly interface a port in the 
host-computing device. 

de la Huerga does not expressly disclose the interface adapted to directly interface a port 
in the host-computing device. 

Guthery discloses a system wherein the interface is adapted to directly interface with a 
port in the host-computer device (column 6 lines 55-60). 
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At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to interface with the port of the terminal as in the system of Guthery in the 
portable device of de la Huerga. One of ordinary skill in the art would have been motivated to 
do this because ports are interfaces between computers and other devices and therefore can be 
used to send data to and from the computer and the device. 

In reference to claims 13 and 37, wherein the software includes a plurality of keylets that 
are independently executable on the host-computing device to provide at least one function. 

de la Huerga does not expressly disclose the software includes a plurality of keylets that 
are independently executable on the host-computing device to provide at least one function. 

Guthery teaches programs stored on the portable device that are similar to the keylets. 
The point of transaction has a corresponding program and therefore runs the programs (64) on 
the terminal (column 6 lines 40-43). 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to use the programs as in the system of Guthery in the portable device of de la 
Huerga. One of ordinary skill in the art would have been motivated to do this because it would 
simplify the coordination between the device and the terminal. 

In reference to claim 75, wherein the software is further adapted to instruct the host 
computing device to remove records pertaining to the computing session from the host 
computing device to enhance privacy associated with the computing session (column 5 lines 1 1- 
25). 

In reference to claim 16, wherein the software is further adapted to instruct the host 
computing device to remove the records pertaining to the computing session from the host 
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computing device, in association with termination of the computing session (column 5 lines 11- 
25). 

In reference to claim 32, the method further comprising: executing the software on a host 
computing device (column 21 lines 30-54); launching a program resident on the host computing 
device based on the software (column 21 lines 45-50); accessing configuration information for 
the software stored on the portable memory device; and customizing the configuration for the 
program on the host computing device based on the configuration information (column 13 lines 
36-46). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paula W Klimach whose telephone number is (703) 305-8421. 
The examiner can normally be reached on Mon to Thr 9:30 a.m to 5:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on (703) 305-4393. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




PWK 

Tuesday, June 08, 2004 
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/l. (Currently Amended) A portable device comprising: 

a) a body; . . 

b) memory within the body containing software for jo^ f frft m**-* Pf 
. M ,^,Kn g device and.execunns on [ t a)] fee host computing device^ 
^ft ^re comnri fjrf* f ^^tnputer program; and 

C ) an interface associated with the memory and adapted to facilitate interaction with 
the host computing device; 

the software adapted to automatically execute on the host computing device in 
association with a computing session and provide an interface frame associated with 
the portable device on a display of the host computing device, and farther adapted 
^ ;„ .c w j ,tinn with ^ 9 tin n of the cnrrrnnrinfr ««Sm , in^ct the hm 



d) 



2. 



3. 



(Original) The portable device of claim 1 wherein said software is further adapted to 
instruct the host computing device to display an icon on the interface frame 
corresponding to a function provided by the software such that upon selection of the icon, 
the software will execute the function on the host computing device. 

(Original) The portable device of claim 1 wherein said software is further adapted to 
instruct the host computing device to display a menu icon on the interface frame 
corresponding to amenu of function icons such that upon selection of the menu icon the 
software will execute on the host computing device to display the menu of function icons ^ 
and upon selection of one of the function icons, the software will execute a corresponding m 
function on the host computing device. H 

4. (Original) The portable device of claim 3 wherein the function icons are only displayed > 
on the menu of function icons and nowhere else on the interface frame. £ 

CD 

■IS 
o 

2 o 
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interface frame. 

(Original) Tne portable device of claim 1 wherein the software is further adapted to 
instruct the host computing device to display indicia providing a link to a web ate 
associated with the provider of the portable device on the interface frame. 

(Original) Hie portable device of claim 1 wherein the software is further adapted to 
' ^thehostcomputingde^ 

web Site and display the web content in the interface frame upon displaying the interface 

frame. 

i (Original) The por^^ 

instructtbebostcomputingd . 
displayed by the web browser such that the predefined content overlays information 
provided by the web browser, the predefined content controlled by the portable device. 

9 (Original) The portable device of claim 1 wherein the interface frame is a banner 

including markup language content defined by at least one of the group conststmg of 
information stored on the portable device or web content from a link stored on the 
portable device. 

10. (Canceled). 



11. 



(Original) The portable device of claim 1 wherein the software is further adapted to 
provide an authentication routine to execute on the host computing device, the 
authentication routine including receiving authentication indicia from the user via an 
interface on the host computing device and determining if the authentication indicia 
received from the user matches authentication indicia stored in the memory. 



3 
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12. 



13. 



14. 



15. 



16. 



(Origma^Therx,^ . 
cooperate with a defined web service to push web content to the host computing device 

and display the web content in the interface frame. 

(Original) The portable device of claim 1 herein the software is adapted to emulate a 
file system resident on a memory of the host computing device when interacting w«h the 

host computing device. 

(Original) The portable device of claim 1 wherein the software and data are adapted to 
appear as a file system to the host computing device. 

(Original) The portable device of claim 1 wherein the interface is adapted to directly 
interlace a port in the host computing device. 

(Original) The portable device of claim 1 wherein the interface is adapted to provide a 
wireless interface with the host computing device. 



/l7 (Currendy Amended) A computer readable medium including software to reside on a 
• portable device capable of interacting with a plurality of host computing devices, the 

software comprising r — rr T r™"» "*™ tM tn * hd * * ^ 

^.t, portable 6~*«*. **A farther » '° r'«H t» he loaded into TMcVwrfo memory ofa ^ 

^ dev^ ^ nation, said software comprising instructions to: JJI 

a) automaticaUyexecuteon[[a]]^hostcomputmgdevicemassociationwitha CO 

computing session; [[and]] ^ 

b) provide an interface frame associated with the portable device on a display of the ^ 

host computing deviceymd ^ 

r ) in association with termination ^ **> ^ntina session, instruct the host © 

^ r ,,rina device »» r™™* retr ai ning to th e rornf ntinp session from the m 

^ct im puting de-~ to *nWe p'ri v*™ ^oriated with the computing sessj on- g 

< 



.4. 
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18. 



19. 



20. 



(Currently Amended) Tte computer readable ****** msto of claim 17 wherein sa>d 
software is further adapted to display ah icon on the interface frame correspond** to a 
function provided by the software 5 uch that upon selection of the icon, the software wul 
execute the function on the host computing device. 

(Curtly Amended) The computer readable memo*? medium of claim 17 wherein said 
software is further adapted to display a menu icon on the interface frame corresponding 
to amenu of function icons such that upon selection of the menu icon the software will 
execute on the host computing device to display the menu of function icons and upon 
selection of one of the function icons, the software will execute a corresponding function 
on the host computing device. j 

u 

(Currently Amended) The computer readable? mem«y mate of claim 19 wherein the 
function icons are only displayed on the men|u of function icons and nowhere else on the 
interface frame. " 



21. 



22. 



23. 



24. 



(Currently Amended) The computer readabl| meaery medium of claim 17 wherein the 
software is further adapted to display mdic^providing a link to a web site on the 
interface frame. j : 



r 



(Currently Amended) The computer readable me*«*y medjum of claim 1 7 wherein the 
software is further adapted to display indici * providing a link to a web site associated 

witb the provider of the portable device on 4e interface frame. 

i, 
k 

• t\ 

(Currently Amended) The computer readable memo*? gisdium of claim 17 wherein the 
software is further adapted to automalicallyJaccess web content from a predefined web 
site and display the web content in the interface frame upon displaying the interface 

frame. 1 

j- 

(Currently Amended) The computer readable memwy rjiedium of claim 17 wherein the 
software is fiirther adapted to display predefined content in relation to content displayed 



i 

. f 
5!. 



5 !. 
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by the web browser such that the predefined content overlays information provided by 
the web browser, the predefined content controlled by the portable device. 

25. (Currently Amended) The computer readable 0****? ffiejfcum. of claim 17 wherein the 
interface frame is a banner including markup language content defined by at least one of 
the group consisting of information stored on the portable device or web content from a 
link stored on the portable device. 

26. (Canceled). 

27. (Currently Amended) The computer readable jaemofy medium of claim 17 wherein the 
software is further adapted to provide an authentication routine to execute on the host 
computing device, the authentication routine including receiving authentication indicia 
from the user via an interface on the host computing device and determining if the 
authentication indicia received from the user batches authentication indicia stored in the 
memory. 

28. (Currently Amended) The computer.readable memory medium of claim 17 wherein the 
software is further adapted to cooperate with, a defined web service to push web content 
to the host computing device and display the'web content in the interface frame. 

/29. (Currently Amended) A method for implementing functions provided by software 
residing on a portable device on a plurality ofhost computing devices, wherein the , 
soft ware comprises » computer nro fram held in memory associated with the portable 
H*vir. B and adapted tn he loaded in t o read/write memory of one ofthe host computing 
devices for execution, t he method comprising: 

a) automatically executing the software oil a host computing device in association with 
a computing session; [[and]] j 

b) providing an interface frame associated with the portable device on a display of the 
host computing device based on executing the software;_and 



6. 
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c ) in association with termi nation of the computing session, insmwtmR the frost 



com puting device to remove r ecords perWin ff to the computing session from thg 
host computing device to enhance privacy associated wilhthe computing session. 



30. (Original) The method of claim 29 further comprising displaying an icon on the interface 
frame corresponding to a function providedrjy the software, and upon selection of the 

icon, the executing the function on the host^mputing device. 

i 

31 . (Original) The method of claim 29 further co mprising: 

a) displaying a menu icon on the interface . frame corresponding to a menu of function 

icons; * [ 

b) upon selection of the menu icon, displacing the menu of function icons; and 
^ c) upon selection of one of the function icjons, executing a corresponding function on 

the host computing device. ; 



32. (Original) The method of claim 3 1 wherein ^he function icons are only displayed on the 
menu of function icons and nowhere else 6n[the interface frame. 



33 . (Original) The method of claim 29 further 'comprising displaying indicia providing a link 
to a web site on the interface frame. ; [ 

: i 

i |. 

34. (Original) "Hie method of claim 29 furtherJcOmprising displaying indicia providing a link 
to a web site associated with the provider oil the portable device on the interface frame. 

35. (Original) The method of claim 29 ftatherjCDmprising automatically accessing web fjl 
content from a predefined web site and displaying the web content in the interface frame —! 
upon displaying the interface frame. I j ^ 

1 i — 

p 

36. (Original) The method of claim 29 furthen comprising displaying predefined content m ^ 
relation to content displayed by the web bnjwser such that the predefined content ^ 

n 

O 
8 
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37. 



the portable device. j 

i 

«M»d> Th. mefcod of dri. 29 *be«i» tie interface ft— » » *— i>**i 

s««d « the poruble device or «e> coroetrijfrom . IWc stored or. the portable dew*. 



38. (Canceled). 



I • 



39 (Original) The method of claim 29 father comprising: 

a) executing an authentication^ 
computing device; | 

b) re ceivmgaumenti^ . 
computing device; and J 

c) deterariningifth^^ . 
authentication indicia stored in the memory. 



40 (Previously Presented) The method of claif 29 further comprising: 

a) cooperating with a defined web service to push web content to the host computing 

device, and 

b) displaying the web content in the interface fiame. 
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